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DETAILED ACTION 



Continued Examination Under 37 CFR 1.114 

1 . Receipt is acknowledged of a request for continued examination under 37 CFR 
1.114, including the fee set forth in 37 CFR 1.17(e) and a submission, filed on 8/24/10. 

Response to Amendment 

2. Examiner acknowledges canceled Claims 1-3, 5-7, and 9-13, and amended 
Claims 4 and 14 in the response filed on 8/24/10. 

Response to Arguments 

3. Applicant's arguments filed 8/24/10 have been fully considered but they are not 
persuasive. 

Applicants argue that while Nishida shows that forming a recording layer 
continually in the entire surface on the underlying layer, it is not shown that each 
recesses form the recesses which are discrete with respect to one another. 

However, the Examiner respectfully disagrees. Any subsequent layers deposited 
over the patterned underlying layer (10) also have the patterned structure (recesses and 
protuberances) (Please see Fig. 4). Therefore, the amorphous magnetic film (1 1 ) would 
have the claimed protuberance and recesses. 

35 U.S.C. 112, second paragraph rejection on Claim 14 is withdrawn. 
Claim Rejections - 35 USC §112 

4. Claims 4, 8, and 14 are rejected under 35 U.S.C. 112, first paragraph, because 
the specification, while being enabling for an array of voids, does not reasonably 
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provide enablement for voids arrayed in an face-centered cubic lattice configuration. 
The specification does not enable any person skilled in the art to which it pertains, or 
with which it is most nearly connected, to make the invention commensurate in scope 
with these claims. 

It is unclear on the final structure of the magnetic recording medium. The instant 
claims describe the underlying layer to have voids due to removing micelles that are 
self-arrayed in a face-centered cubic lattice configuration. Does this mean the voids are 
in each face and corner lattice of the unit cell of the crystal or are the voids arrayed in a 
2D or 3D type of structure? Or is the underlying layer itself a face-centered cubic 
structure with voids in every corner lattice and face of the unit cell. Are the voids only 
on the surface or within the underlying layer? 

The specification does not provide specific details to enable the instant claims. 
For the purpose of evaluating prior art, any underlying layer with an ordered array of 
voids meets the instant claims. Examiner notes that voids in the instant claims do not 
necessarily have to be within the underlying layer. That voids on the surface of the 
underlying layer (having a pattern) meets the instant claims as well. 

Examiner notes that in the advisory action, Applicants still need to further clarify 
the final structure of the magnetic recording medium, especially regarding the 
underlying layer to have voids uniformly demonstrated in an fee lattice configuration by 
using the physical mechanism of self organization phenomenon. 

Further clarifications/corrections are required. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 4 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent No. 5479382 ("Nishida et al."). 

Nishida et al. teaches a magnetic recording medium comprising a substrate (9), a 
silicon oxide and a mixture thereof underlying layer (10) in which a large number of 
recesses of an extremely small size are uniformly demonstrated, and amorphous 
magnetic film (1 1 ) formed on the entire surface of the underlying layer (10) in which said 
recesses of the extremely small size are demonstrated and the protuberances are 
discrete with respect to one another (Figs. 4, Col. 7: Lines 56-63, Col. 23: Lines 52-56). 

Nishida et al. teaches its silicon oxide and mixture thereof underlying layer (10) is 
uniformly arrayed with large number of spherically-shaped voids of the same size, with 
the diameter of several nm to tens of nm (Fig. 4 and Col. 23: Lines 52-56). 

Furthermore, while Nishida et al. is silent on the teachings of its underlying layer 
(10) to be formed uniformly to a face-centered cubic structure, it is intrinsic that it is a 
face-centered cubic structure considering both Applicants and Nishida uses silicon 
oxide and a mixture thereof as its materials. In addition, while Nishida et al. is silent on 
the teachings of the self arrayed voids to be in a face-centered cubic lattice 
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configuration, one of ordinary skill in the art could arbitrarily draw lines between ordered 
voids to form a face-centered cubic lattice configuration in Nishida et al. 

With regards to the limitations of the underlying layer (10) to be formed of 
tetraethoxysilane as a feedstock and the surface being processed and the micelles 
being formed of a F68 or F108 triblock copolymer, even though product-by-process 
claims are limited by and defined by the process, determination of patentability is based 
on the product itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process.", (In re Thorpe, 227 USPQ 964,966). Once the 
Examiner provides a rationale tending to show that the claimed product appears to be 
the same or similar to that of the prior art, although produced by a different process, the 
burden shifts to applicant to come forward with evidence establishing an unobvious 
different between the claimed product and the prior art product (In re Marosi, 710 F.2d 
798, 802, 21 8 USPQ 289, 292 (Fed. Cir. 1 983), MPEP 2113). 
7. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent No. 5479382 ("Nishida et al.") in view of Handbook of Advanced Electronic and 
Photonic Materials and Devices, 2001, Pages 59-102 Frederic Mazaleyrat, Richard 
Barrue ("Mazaleyrat et al."). 

With regards to Claim 14, Nishida et al. teaches a magnetic recording medium as 
set forth above, including the already disclosed amorphous magnetic film (11). Nishida 
et al. does not specifically teach amorphous magnetic films. 
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However, Nishida et al. teaches AuCo reflective layer (13) (Fig. 4 and Col. 23: 
Lines 65-66), but is silent on being an amorphous magnetic layer. 

As evidenced provided by Mazaleyrat et al., Mazaleyrat et al. teaches AuCo is 
ferromagnetic and an amorphous alloy (Page 60: 3 rd U under History). Therefore, it is 
obvious to one of ordinary skill in the art at the time of the invention was made that 
Nishida AuCo film (13) is amorphous and magnetic since it is the same material 
described in Mazaleyrat et al. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lisa Chau whose telephone number is (571)270-5496. 
The examiner can normally be reached on Monday-Friday 8:30 AM - 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Ruthkosky can be reached on (571) 272 - 1291 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/LC/ 

Lisa Chau 

/Holly Rickman/ 

Primary Examiner, Art Unit 1785 



